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Refusal – Section 2(a): False Connection
 
The Examining Attorney has now refused registration under Section 2(a) of the Lanham Act, stating that
the applied-for mark consists of or includes matter which may falsely suggest a connection with
Catherine, Duchess of Cambridge. Applicant respectfully requests that the Examining Attorney
withdraw the refusal because Applicant’s mark does not satisfy the test to determine a false association.
 
As the Office Action indicated, for a showing of false connection under Trademark Act Section 2(a),
all factors of the current four-part test to determine the existence of a
false connection must be satisfied. In re Peter S. Herrick, P.A., 91 USPQ2d 1505, 1507
(TTAB 2009); In re MC MC S.r.l., 88 USPQ2d 1378, 1379 (TTAB 2008); TMEP §1203.03(e); see also
Univ. of Notre Dame du Lac v. J.C. Gourmet Food Imps. Co., 703 F.2d 1372, 1375-77, 217 USPQ
505,508-10 (Fed. Cir. 1983) (providing foundational principles for the current four-part test determine
the existence of a false connection). Here, there is no evidence to support the assertion that Applicant’s
mark is creating a false connection with Catherine, the Duchess of Cambridge, and as the mark does not
satisfy the test.
 
Unless one of the prongs clearly fails, courts analyze each prong individually to discover if the mark
fails the close approximation test.
 
i. The mark sought to be registered is the same as, or a close approximation of, the name or identity
previously used by another person or institution.
The office action draws a comparison between the public perception of a connection between the
PRINCESS KATE and Kate Middleton with the public perception of a connection between Jimmy
Buffett and “Margaritaville,” a song title for which he is associated with. They argue that if goods and
services using the name Margaritaville can be associated with Jimmy Buffett, it is even more likely that
goods and services under the name PRINCESS KATE would be associated with Middleton. This
argument relates to the second prong of the four prong test, but the first prong has yet to be proven. All
four prongs must be met to satisfy a false connection under section 2(a) of the Trademark Act.
When analyzing the first prong, whether or not public perception ties a product to a specific person is
irrelevant. Jimmy Buffett did not satisfy this prong because of the public perception of a connection
between himself and Margaritaville. He satisfied this prong because he had attempted to commercially
license the mark in the past. The court concluded that there was “ evidence of licensing agreements held



by Jimmy Buffett for the name "J.B.'s MARGARITAVILLE" for a restaurant, and for the sale of
clothing, and various advertisements and depictions of the clothing bearing the term
"MARGARITAVILLE".” Buffett v. Chi-Chi’s, Inc. , 226 USPQ 428 (TTAB 1985)

There is no factual evidence that Kate Middleton had ever “used” PRINCESS KATE or any similar
mark in a commercial context, and the Office Action admits that Kate Middleton’s official title is
“Duchess of Cambridge”. Moreover, whether or not the court in Buffett would have come to the same
conclusion without the direct evidence of previous commercial licensing would be pure speculation.
Although the court acknowledged the relationship between a trademark and public perception, it did not
say that a trademark application can fail section 2(a) based on public perception alone. That would
defeat the purpose of the first prong of the test, which requires a previous use of a mark. Again,
PRINCESS KATE is not a name used by Kate Middleton.

Because Middleton never used PRINCESS KATE, in order to satisfy the first prong of the test, the mark
would need to be a “close approximation” of a name or identity used by her. It is not. Unlike a
disparagement motion, which requires the mark be "reasonably understood as referring to" the identity
of the opposing party, a “close approximation” test “is a more stringent one, requiring a greater degree
of similarity between the two designations.” Boston Red Sox Baseball Club Ltd. P'ship v. Sherman, 88
U.S.P.Q.2d 1581, 1593 (TTAB 2008). In other words, a standard higher than whether or not a
reasonable person would connect PRINCESS KATE to Kate Middleton must be met. Although
PRINCESS KATE may be reasonably understood as referring to Kate Middleton, Duchess of
Cambridge, it is not a close approximation of her name because Kate Middleton is not a princess.
 
When analyzing whether or not a trademark is the same or a close approximation, courts also look into
the meaning of the words within the mark. Here, the court did not consider whether the public would
perceive MOHAWK to be connected to the St. Regis Band. In re White, 80 U.S.P.Q.2d 1654, 1658-59,
(TTAB 2006). Instead, they used a dictionary to prove that MOHAWK is historically associated with
the Mohawk tribe. The meaning of Princess is not the same as the meaning of Duchess. Moreover, the
other definitions of princess are not exclusive enough to point directly to Middleton, nor do they
connote a close approximation of her identity.
 
Even if the dictionary definition of Princess is sufficient to link Middleton to PRINCESS KATE,
Mohawk is still distinguishable from this action because MOHAWK is a unique part of the name of the
designation for the federally recognized St. Regis Band of Mohawk Indians of New York. “Princess”
and “Kate” are too common to be a close approximation of Kate Middleton, especially in the way of
which the applicant plans to use the mark. The use of the term “princess” will connote to consumers
that the Applicant’s goods are select and of a high quality. The applied-for mark is merely fanciful due
to the fact that it is not a “coined” term in the United States, as this country has no royal family. In
addition, the mark PRINCESS KATE is arbitrary in that it is used in connection with products unrelated
to its meaning. Here, the applied-for mark is used in connection with luxury items and home goods,
items not specifically or exclusively associated with the term “Princess Kate”. As a result, this phrase is
not a descriptive phrase, but a concocted one, deserving of registration.
 
All factors of the current four-part test to determine the existence of a false connection must be
satisfied. PRINCESS KATE is not the same as, or a close approximation of, the name or identity
previously used by Catherine, Duchess of Cambridge ever herself.
 
Even if the general public associates PRINCESS KATE with Middleton, the first prong is still not
met.
 
 
ii. The mark would be recognized as such, in that it points uniquely and unmistakably to that
person or institution.
 
As stated above, the Applicant’s mark, PRINCESS KATE, is not the same or a close approximation of
the name of a person or institution. As such, the Applicant’s mark does not point uniquely and
unmistakably to Catherine, Duchess of Cambridge.
 
The Office Action cites several articles from both Google searches and the Nexus database as evidence



that Catherine, Duchess of Cambridge is well-known throughout the world as “PRINCESS KATE”.
Applicant neither acknowledges nor denies the fame of Catherine, Duchess of Cambridge, but
respectfully submits that the articles and search results referenced in the Office Action are of an
unverified nature and must therefore be deemed immaterial and irrelevant.
 
“Articles downloaded from the Internet are admissible as evidence of information available to the
general public. However, the weight given to this evidence must be carefully evaluated, because the
source may be unknown.” TMEP §710.01(b); See In re Total Quality Group Inc., 51 USPQ2d 1474,
1475-76 (TTAB 1999); Raccioppi v. Apogee Inc., 47 USPQ2d 1368, 1370-71 (TTAB 1998). Moreover,
one must be careful when evaluating the results of a Google search. “Search engine results--which
provide little context to discern how a term is actually used on the webpage that can be accessed through
the search result link--may be insufficient to determine the nature of the use of a term or the relevance of
the search results to registration considerations.” In re Bayer Aktiengesellschaft, 488 F.3d 960, 967
(Fed. Cir. 2007). The office action references the number of hits that result when searching the phrase
PRINCESS KATE using the Google search engine. However, many of those results are false positives.
For example, punctuation marks such as colons and commas appear between the words PRINCESS and
KATE in various results, such as “'What's it like to be a princess, Kate” and “The New Princess: Kate
Middleton's Fashion Evolution.” Although the Office Action does provide full web pages that arose
from the Google search, they do not show that Kate Middleton is publicly perceived at PRINCESS
KATE, and although a few results do refer to Middleton as PRINCESS KATE, they are not frequent
enough to meet the burden of “unique and unmistakable.”
 
The office action’s claim that Kate Middleton’s public perception is that of a princess is dubious. As
stated previously, Kate Middleton is not a princess. Additionally, many of them, if taken as relevant for
any reason, favor applicant’s mark as the Google search found the mark PRINCESS KATE but these
articles supported the position and explain that she was never and will not know be known as
PRINCESS KATE. Although the examiner found the words PRINCESS KATE in a search query, the
content of the captions and articles clearly state that Catherine is not nor will ever be known as a
Princess.
 
Applicant does not dispute the importance of public perception when analyzing a trademark request.
However, using news articles to decipher whether or not the public perceives Catherine Middleton as
PRINCESS KATE does not yield conclusive results. The Office Action infers that the American media
acknowledges that Kate Middleton is commonly referred to as PRINCESS KATE. It cites an article
from an ABC News broadcast, claiming that PRINCESS KATE is Middleton’s “handle and she wears
it well.” While this is one person’s opinion, ABC News also recently aired a segment explaining that
Middleton must curtsey to “blood princesses” when not in the company of Prince William. These
actual princesses are “the Princess Royal, Princess Alexandra, and the daughters of the Duke of York,
Princesses Beatrice and Eugenie.” Here, ABC re-enforces the notion that Middleton is not a princess
and should not be perceived as such.
 
iii. The person or institution identified in the mark is not connected with the goods sold or services
performed by applicant under the mark.
 
Applicant does not dispute that Catherine, Duchess of Cambridge, is not connected with the goods sold
by Applicant under the mark.  Applicant does, however, maintain that the mark is not a reference to nor
does it have any connection with such person.
 
iv. The fame or reputation of the named person or institution is of such a nature that a connection with
such person or institution would be presumed when applicant’s mark is used on its goods and/or
services.
 
Applicant does not dispute that Catherine, Duchess of Cambridge, is a well-known figure, stemming
from her well-publicized relationship with Prince William and her subsequent wedding. However, there
is no evidence to support the assertion that a connection with Catherine would be presumed when
Applicant’s mark is on the goods. The Office Action suggested that due to the media coverage of
Catherine and William’s lives and the repeated comments about her style and wardrobe, use of
Applicant’s mark in connection with makeup, luxury and home goods, and the like would create an
association with Catherine. Applicant respectfully submits that the evidence submitted in support of this



assertion is immaterial.
 
As stated above, the Internet articles cited in the Office Action are of an unreliable and unverifiable
nature, and as such, should be given limited probative value. In addition, while the Duchess of
Cambridge is well-known, there is no evidence of a presumptive connection between Catherine and the
specific goods upon which the Applicant’s mark will be used. Simply because Catherine is believed to
have style and good taste does not mean that she is publicly perceived to be involved in the industry at
all. While this may occur in the future, it was not the case upon filing of Applicant’s application.
 
If applicant’s goods and/or services are of a type that the named person or institution sells or uses,
and the named party is sufficiently famous, then it may be inferred that purchasers of the goods and/or
services would be misled into making a false connection of sponsorship, approval, support or the like
with the named party.  In re Cotter & Co., 228 USPQ 202 (TTAB 1985); In re Nat’l Intelligence Acad.,
190 USPQ 570 (TTAB 1976).
 
In Hornby v. TJX Companies, Inc., 87 USPQ2d 1411 (TTAB 2008), the Board found a definite
connection between Twiggy’s career as a model and clothing line designer and the goods containing the
Applicant’s mark.  The Board determined that as a result of her long and successful modeling career as
well as her other promotional activities, Twiggy had increased her celebrity to the point that purchasers
of her children’s clothing line would assume an association with her. Here, there is no obvious
connection between the Duchess of Cambridge and the goods listed in the application for registration.
The Duchess of Cambridge does not have her own clothing line, nor does she promote or advertise for
any such product. Again, while a clothing line or some other association with fashion may be
forthcoming for the Duchess of Cambridge, she is not as of yet involved in the industry. She merely
wears clothing and makeup. Therefore, there is no evidence that consumers will presume a connection
when Applicant’s mark is affixed to the goods.
 
The applicant does not dispute that Kate Middleton has attended fashion shows, but nowhere has
examiner shown or proven that Catherine has ever endorsed any particular style or brand, nor claim that
she is connected to the lifestyle branding business in any way. Examiner simply tries to show that a
third party recognizing something Catherine has on herself places her in the fashion business. The
examiner simply has not presented any proof that Catherine is even perceived as endorsing any goods.
Although Kate Middleton’s clothing choices are critiqued, this does not necessarily mean that the
public expects her to endorse the kind of clothing she wears. The examiner is making the argument that
everything that Catherine wears or uses (all goods) is perceived to be directly connected and affiliated
with her and she is perceived to be the source. However, the examiner has not shown any evidence of
this.
 
It is true that a false connection can be inferred if an applicant uses a mark in a way that misleads the
public into thinking the goods and/or services “are of a type that the named person or institution sells or
uses,” But, as stated above, Kate Middleton does not or has ever used the name PRINCESS KATE, nor
has she ever sold anything under that name, and as stated above, she merely wears clothing and make-
up.
The applicant’s use of the mark will not Spike Lee applied for a preliminary injunction to stop Viacom
from changing the name of TNN to Spike TV, claiming that a channel named “Spike” TV would cause
the public to perceive that there is a false connection. Lee v. Viacom Inc., INDEX110080/2003MTNS,
2003 WL 22319071 (N.Y. Sup. Ct. June 12, 2003). The injunction was granted because Lee was able to
provide an expert witness with “expertise in the evaluation of consumer perception of advertising
marketing and other forms of mass communications” whose affidavit stated that “if an impartial survey
were conducted in New York and similar urban center cities, a substantial portion of black men and
women aged 18-45, and also a substantial, though smaller, proportion of young white professionals
would infer from Viacom press releases that Spike Lee was associated with Spike TV. I believe that
irreverent, hip, aggressive and brash are words which will associate Spike Lee with Spike TV.” Here,
the court did not grant the injunction because Spike Lee is a famous entertainer whose name just
happens to be the same as Spike TV. The court granted the injunction because Viacom’s press release
allegedly creates connotations between Lee’s aggressive personality and the channel’s new format. Id,
at 4. Moreover, the holding focuses on the use of “spike” in the film and television industry, of which
Spike Lee is a part of. Although Kate Middleton has been to fashion shows, she is not a part of the
fashion industry. The applicant wishes to use PRINCESS KATE in a field unrelated to the Duchess of



Cambridge using a definition of “princess” that connotes elegance and class, as stated above. It is also
important to know that although an injunction was granted, the court was never able to decide if Spike
Lee could receive a judgment because the case was settled; therefore, it is unknown if the amount of
evidence Lee accrued was sufficient to prove a false connection.

Also, the applicant does not dispute the office action’s claim that Kate Middleton’s fame is not
temporary. However, unlike Twiggy, she is not involved in the fashion industry, and there is no
evidence that the public would perceive such a connection because she does not endorse any products.
 
Conclusion
 
As demonstrated above, there is no evidence that the public will assume Applicant’s goods bearing the
mark PRINCESS KATE have a connection with the Duchess of Cambridge, Catherine.
 
Refusal – Section 2(c): Particular Living Individual
 
The Examining Attorney refused registration on an additional ground that the Applicant’s mark consists
of or includes a name, portrait, or signature identifying a particular living individual whose written
consent to register the mark is not of record. Trademark Act Section 2(c), 15 U.S.C. §1052(c); TMEP
§1206; see, e.g., In re Hoefflin, 97 U.S.P.Q.2d 1174 (TTAB 2010).  Applicant respectfully requests that
the Examining Attorney withdraw the refusal because the Applicant’s mark does not identify a
particular living individual.
 
For a Section 2(c) refusal, a name in a mark identifies a particular living individual if the person bearing
the name will be associated with the mark as used on the goods or services because he or she (1) is “so
well-known that the public would reasonably assume a connection” or (2) is “publicly connected with
the business in which the mark is being used.”    In re Hoefflin, 97 USPQ2d 1174, 1175-76 (TTAB
2010); see also Krause v. Krause Publ’ns, Inc.   , 76 USPQ2d 1904, 1909-10 (TTAB 2005); In re Sauer,
27 USPQ2d 1073, 1075 (TTAB 1994). Based on the evidence presented above regarding false
connection, the Duchess of Cambridge is a well- known figure, but consumers would not reasonably
assume a connection between her and the goods at issue.  In addition, as stated above, the Duchess of
Cambridge was, at the time of the application’s filing, not publicly connected with the business of
clothing, makeup, home goods and the like.  She is believed to have style and good taste as a result of
her celebrity status, but does not have any association with the industry in which Applicant’s mark is
used.   As a result, the mark PRINCESS KATE does not identify any particular living individual.
 
Cases cited by the Office Action with respect to this ground for refusal can be distinguished from the
matter at hand.  First, the Board in In re Hoefflin, 97 USPQ2d 1174, 1177-78 (TTAB 2010), held that
registration of the marks OBAMA PAJAMA, OBAMA BAHAMA PAJAMAS, and BARACK’S
JOCKS DRESS TO THE LEFT were barred because they created a direct association with President
Obama.  The name “Barack Obama” is not a common name, neither individually nor as one term.   
Here, the name “Kate” is significantly popular, listed as #93 on the babycenter list of 100 most popular
baby names of 2011 and #209 on the Social Security Association’s list of popular baby names in 2010.
While the existence of others with the same name does not alter the requirement for a written consent,
See In re Steak & Ale Rests. of Am., Inc., 185 USPQ 447, 447-48 (TTAB 1975), Kate is generally a
very popular name.  In addition, “PRINCESS KATE” is not her given or adopted name, thus the use of
the name “Kate” in the mark does not automatically draw an association to Catherine, Duchess of
Cambridge.  In fact, the point has been made – over and over – that Catherine is not a princess.
 
The Board in In re Sauer, 27 USPQ2d 1073, 1074-75 (TTAB 1993) held that the registration of a mark
containing the term BO, used in connection with a sports ball, was barred because the ball was
associated with a well-known athlete by the name Bo.  The connection between Bo Jackson, the world-
famous athlete, and the ball was specific and well-established.  Bo Jackson was and is recognized for
being a talented athlete on both the football field and the baseball diamond, while the ball itself was
shaped like a football but contained baseball stitches.  As a result, Bo Jackson’s use of a ball throughout
his career created a connection with the mark BO in referencing the ball.  Here, Catherine is a Duchess
of Cambridge.  In her capacity as Duchess, clothing, fashion, makeup, etc. are not inherently connected
with her position and thus will not create an association.
 



Finally, the Board in In re Steak & Ale cited above affirmed a refusal of the mark PRINCE CHARLES
before the wording identifies a particular well-known living individual whose consent was not of record.
In that case, Prince Charles is the actual name of the living person.  Here, PRINCESS KATE is neither
the official nor adopted name of Catherine, Duchess of Cambridge.
 
Further support for the registration of Applicant’s mark lies, for example, in the recent publication of
the mark PRINCESS ANNE, in connection with candy, as well as the registration of HRH PRINCESS
ELIZABETH, in connection with perfume, skin cream, skin lotion and toners. For the mark, PRINCESS
ANNE, while it is claimed that such mark does not identify any living individual, the British royal
family does include “Anne, Princess Royal”. Similarly, the British royal family, for many years,
included “Princess Elizabeth” as one of its members, as Queen Elizabeth II was a princess prior to her
coronation.  In the same way, “Catherine, Duchess of Cambridge” is a member of the British royal
family.  In both instances, the mark deemed to be associated with the particular, living individual is
neither the exact nor the adopted name of that individual.  As PRINCESS ANNE was approved for
publication and HRH PRINCESS ELIZABETH was registered, so too should PRINCESS KATE be
approved for publication.
 
Conclusion
 
As demonstrated, there is no evidence that the Applicant’s mark PRINCESS KATE identifies a
particular living individual.
 
*Any Exhibits submitted in support of this response are hereby incorporated herein by this reference
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DESCRIPTION OF
EVIDENCE FILE

Evidence attached documents - which are all part of the refusal response
herein 1) attachment one is our refusal response 2) The next seven
attachments labeled exhibits 5 through 10 are all samples of what public
perception really is and what types of things are also included in the goggle
searches examiner is talking about - another words The Duchess of
Cambridge is not a "Princess", not named one, and does not call herself one,
and there is no evidence that Applicant's mark identifies a particular living
person. 3) Attachments 9 and 10 which are labeled exhibits 14 and 15 are
proof of Kate being such a popular name. 4) Attachment 11 is proof of
Princess Anne Mark as described in our argument. Labeled exhibit 16 in title.
5) Attachment 12 is proof of Princess Elizabeth Mark as described in our
argument. Labeled exhibit 17 in title.

ADDITIONAL STATEMENTS SECTION

Refusal - Section 2(a): False Connection The Examining Attorney has now
refused registration under Section 2(a) of the Lanham Act, stating that the
applied-for mark consists of or includes matter which may falsely suggest a
connection with Catherine, Duchess of Cambridge. Applicant respectfully
requests that the Examining Attorney withdraw the refusal because
Applicant's mark does not satisfy the test to determine a false association. As
the Office Action indicated, for a showing of false connection under
Trademark Act Section 2(a), all factors of the current four-part test to
determine the existence of a false connection must be satisfied. In re Peter S.
Herrick, P.A., 91 USPQ2d 1505, 1507 (TTAB 2009); In re MC MC S.r.l., 88
USPQ2d 1378, 1379 (TTAB 2008); TMEP §1203.03(e); see also Univ. of
Notre Dame du Lac v. J.C. Gourmet Food Imps. Co., 703 F.2d 1372, 1375-77,
217 USPQ 505,508-10 (Fed. Cir. 1983) (providing foundational principles for
the current four-part test determine the existence of a false connection). Here,
there is no evidence to support the assertion that Applicant's mark is creating a
false connection with Catherine, the Duchess of Cambridge, and as the mark
does not satisfy the test. Unless one of the prongs clearly fails, courts analyze
each prong individually to discover if the mark fails the close approximation
test. i. The mark sought to be registered is the same as, or a close
approximation of, the name or identity previously used by another person or
institution. The office action draws a comparison between the public



perception of a connection between the PRINCESS KATE and Kate
Middleton with the public perception of a connection between Jimmy Buffett
and "Margaritaville," a song title for which he is associated with. They argue
that if goods and services using the name Margaritaville can be associated
with Jimmy Buffett, it is even more likely that goods and services under the
name PRINCESS KATE would be associated with Middleton. This argument
relates to the second prong of the four prong test, but the first prong has yet to
be proven. All four prongs must be met to satisfy a false connection under
section 2(a) of the Trademark Act. When analyzing the first prong, whether or
not public perception ties a product to a specific person is irrelevant. Jimmy
Buffett did not satisfy this prong because of the public perception of a
connection between himself and Margaritaville. He satisfied this prong
because he had attempted to commercially license the mark in the past. The
court concluded that there was "evidence of licensing agreements held by
Jimmy Buffett for the name "J.B.'s MARGARITAVILLE" for a restaurant,
and for the sale of clothing, and various advertisements and depictions of the
clothing bearing the term "MARGARITAVILLE"." Buffett v. Chi-Chi's, Inc.,
226 USPQ 428 (TTAB 1985) There is no factual evidence that Kate
Middleton had ever "used" PRINCESS KATE or any similar mark in a
commercial context, and the Office Action admits that Kate Middleton's
official title is "Duchess of Cambridge". Moreover, whether or not the court in
Buffett would have come to the same conclusion without the direct evidence
of previous commercial licensing would be pure speculation. Although the
court acknowledged the relationship between a trademark and public
perception, it did not say that a trademark application can fail section 2(a)
based on public perception alone. That would defeat the purpose of the first
prong of the test, which requires a previous use of a mark. Again, PRINCESS
KATE is not a name used by Kate Middleton. Because Middleton never used
PRINCESS KATE, in order to satisfy the first prong of the test, the mark
would need to be a "close approximation" of a name or identity used by her. It
is not. Unlike a disparagement motion, which requires the mark be
"reasonably understood as referring to" the identity of the opposing party, a
"close approximation" test "is a more stringent one, requiring a greater degree
of similarity between the two designations." Boston Red Sox Baseball Club
Ltd. P'ship v. Sherman, 88 U.S.P.Q.2d 1581, 1593 (TTAB 2008). In other
words, a standard higher than whether or not a reasonable person would
connect PRINCESS KATE to Kate Middleton must be met. Although
PRINCESS KATE may be reasonably understood as referring to Kate
Middleton, Duchess of Cambridge, it is not a close approximation of her name
because Kate Middleton is not a princess. When analyzing whether or not a
trademark is the same or a close approximation, courts also look into the
meaning of the words within the mark. Here, the court did not consider
whether the public would perceive MOHAWK to be connected to the St.
Regis Band. In re White, 80 U.S.P.Q.2d 1654, 1658-59, (TTAB 2006).
Instead, they used a dictionary to prove that MOHAWK is historically
associated with the Mohawk tribe. The meaning of Princess is not the same as
the meaning of Duchess. Moreover, the other definitions of princess are not
exclusive enough to point directly to Middleton, nor do they connote a close
approximation of her identity. Even if the dictionary definition of Princess is
sufficient to link Middleton to PRINCESS KATE, Mohawk is still



distinguishable from this action because MOHAWK is a unique part of the
name of the designation for the federally recognized St. Regis Band of
Mohawk Indians of New York. "Princess" and "Kate" are too common to be a
close approximation of Kate Middleton, especially in the way of which the
applicant plans to use the mark. The use of the term "princess" will connote to
consumers that the Applicant's goods are select and of a high quality. The
applied-for mark is merely fanciful due to the fact that it is not a "coined"
term in the United States, as this country has no royal family. In addition, the
mark PRINCESS KATE is arbitrary in that it is used in connection with
products unrelated to its meaning. Here, the applied-for mark is used in
connection with luxury items and home goods, items not specifically or
exclusively associated with the term "Princess Kate". As a result, this phrase
is not a descriptive phrase, but a concocted one, deserving of registration. All
factors of the current four-part test to determine the existence of a false
connection must be satisfied. PRINCESS KATE is not the same as, or a close
approximation of, the name or identity previously used by Catherine, Duchess
of Cambridge ever herself. Even if the general public associates PRINCESS
KATE with Middleton, the first prong is still not met. ii. The mark would be
recognized as such, in that it points uniquely and unmistakably to that person
or institution. As stated above, the Applicant's mark, PRINCESS KATE, is
not the same or a close approximation of the name of a person or institution.
As such, the Applicant's mark does not point uniquely and unmistakably to
Catherine, Duchess of Cambridge. The Office Action cites several articles
from both Google searches and the Nexus database as evidence that
Catherine, Duchess of Cambridge is well-known throughout the world as
"PRINCESS KATE". Applicant neither acknowledges nor denies the fame of
Catherine, Duchess of Cambridge, but respectfully submits that the articles
and search results referenced in the Office Action are of an unverified nature
and must therefore be deemed immaterial and irrelevant. "Articles
downloaded from the Internet are admissible as evidence of information
available to the general public. However, the weight given to this evidence
must be carefully evaluated, because the source may be unknown." TMEP
§710.01(b); See In re Total Quality Group Inc., 51 USPQ2d 1474, 1475-76
(TTAB 1999); Raccioppi v. Apogee Inc., 47 USPQ2d 1368, 1370-71 (TTAB
1998). Moreover, one must be careful when evaluating the results of a Google
search. "Search engine results--which provide little context to discern how a
term is actually used on the webpage that can be accessed through the search
result link--may be insufficient to determine the nature of the use of a term or
the relevance of the search results to registration considerations." In re Bayer
Aktiengesellschaft, 488 F.3d 960, 967 (Fed. Cir. 2007). The office action
references the number of hits that result when searching the phrase
PRINCESS KATE using the Google search engine. However, many of those
results are false positives. For example, punctuation marks such as colons and
commas appear between the words PRINCESS and KATE in various results,
such as "'What's it like to be a princess, Kate" and "The New Princess: Kate
Middleton's Fashion Evolution." Although the Office Action does provide full
web pages that arose from the Google search, they do not show that Kate
Middleton is publicly perceived at PRINCESS KATE, and although a few
results do refer to Middleton as PRINCESS KATE, they are not frequent
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enough to meet the burden of "unique and unmistakable." The office action's
claim that Kate Middleton's public perception is that of a princess is dubious.
As stated previously, Kate Middleton is not a princess. Additionally, many of
them, if taken as relevant for any reason, favor applicant's mark as the Google
search found the mark PRINCESS KATE but these articles supported the
position and explain that she was never and will not know be known as
PRINCESS KATE. Although the examiner found the words PRINCESS
KATE in a search query, the content of the captions and articles clearly state
that Catherine is not nor will ever be known as a Princess. Applicant does not
dispute the importance of public perception when analyzing a trademark
request. However, using news articles to decipher whether or not the public
perceives Catherine Middleton as PRINCESS KATE does not yield
conclusive results. The Office Action infers that the American media
acknowledges that Kate Middleton is commonly referred to as PRINCESS
KATE. It cites an article from an ABC News broadcast, claiming that
PRINCESS KATE is Middleton's "handle and she wears it well." While this is
one person's opinion, ABC News also recently aired a segment explaining that
Middleton must curtsey to "blood princesses" when not in the company of
Prince William. These actual princesses are "the Princess Royal, Princess
Alexandra, and the daughters of the Duke of York, Princesses Beatrice and
Eugenie." Here, ABC re-enforces the notion that Middleton is not a princess
and should not be perceived as such. iii. The person or institution identified in
the mark is not connected with the goods sold or services performed by
applicant under the mark. Applicant does not dispute that Catherine, Duchess
of Cambridge, is not connected with the goods sold by Applicant under the
mark. Applicant does, however, maintain that the mark is not a reference to
nor does it have any connection with such person. iv. The fame or reputation
of the named person or institution is of such a nature that a connection with
such person or institution would be presumed when applicant's mark is used
on its goods and/or services. Applicant does not dispute that Catherine,
Duchess of Cambridge, is a well-known figure, stemming from her well-
publicized relationship with Prince William and her subsequent wedding.
However, there is no evidence to support the assertion that a connection with
Catherine would be presumed when Applicant's mark is on the goods. The
Office Action suggested that due to the media coverage of Catherine and
William's lives and the repeated comments about her style and wardrobe, use
of Applicant's mark in connection with makeup, luxury and home goods, and
the like would create an association with Catherine. Applicant respectfully
submits that the evidence submitted in support of this assertion is immaterial.
As stated above, the Internet articles cited in the Office Action are of an
unreliable and unverifiable nature, and as such, should be given limited
probative value. In addition, while the Duchess of Cambridge is well-known,
there is no evidence of a presumptive connection between Catherine and the
specific goods upon which the Applicant's mark will be used. Simply because
Catherine is believed to have style and good taste does not mean that she is
publicly perceived to be involved in the industry at all. While this may occur
in the future, it was not the case upon filing of Applicant's application. If
applicant's goods and/or services are of a type that the named person or
institution sells or uses, and the named party is sufficiently famous, then it
may be inferred that purchasers of the goods and/or services would be misled



into making a false connection of sponsorship, approval, support or the like
with the named party. In re Cotter & Co., 228 USPQ 202 (TTAB 1985); In re
Nat'l Intelligence Acad., 190 USPQ 570 (TTAB 1976). In Hornby v. TJX
Companies, Inc., 87 USPQ2d 1411 (TTAB 2008), the Board found a definite
connection between Twiggy's career as a model and clothing line designer and
the goods containing the Applicant's mark. The Board determined that as a
result of her long and successful modeling career as well as her other
promotional activities, Twiggy had increased her celebrity to the point that
purchasers of her children's clothing line would assume an association with
her. Here, there is no obvious connection between the Duchess of Cambridge
and the goods listed in the application for registration. The Duchess of
Cambridge does not have her own clothing line, nor does she promote or
advertise for any such product. Again, while a clothing line or some other
association with fashion may be forthcoming for the Duchess of Cambridge,
she is not as of yet involved in the industry. She merely wears clothing and
makeup. Therefore, there is no evidence that consumers will presume a
connection when Applicant's mark is affixed to the goods. The applicant does
not dispute that Kate Middleton has attended fashion shows, but nowhere has
examiner shown or proven that Catherine has ever endorsed any particular
style or brand, nor claim that she is connected to the lifestyle branding
business in any way. Examiner simply tries to show that a third party
recognizing something Catherine has on herself places her in the fashion
business. The examiner simply has not presented any proof that Catherine is
even perceived as endorsing any goods. Although Kate Middleton's clothing
choices are critiqued, this does not necessarily mean that the public expects
her to endorse the kind of clothing she wears. The examiner is making the
argument that everything that Catherine wears or uses (all goods) is perceived
to be directly connected and affiliated with her and she is perceived to be the
source. However, the examiner has not shown any evidence of this. It is true
that a false connection can be inferred if an applicant uses a mark in a way
that misleads the public into thinking the goods and/or services "are of a type
that the named person or institution sells or uses," But, as stated above, Kate
Middleton does not or has ever used the name PRINCESS KATE, nor has she
ever sold anything under that name, and as stated above, she merely wears
clothing and make-up. The applicant's use of the mark will not Spike Lee
applied for a preliminary injunction to stop Viacom from changing the name
of TNN to Spike TV, claiming that a channel named "Spike" TV would cause
the public to perceive that there is a false connection. Lee v. Viacom Inc.,
INDEX110080/2003MTNS, 2003 WL 22319071 (N.Y. Sup. Ct. June 12,
2003). The injunction was granted because Lee was able to provide an expert
witness with "expertise in the evaluation of consumer perception of
advertising marketing and other forms of mass communications" whose
affidavit stated that "if an impartial survey were conducted in New York and
similar urban center cities, a substantial portion of black men and women aged
18-45, and also a substantial, though smaller, proportion of young white
professionals would infer from Viacom press releases that Spike Lee was
associated with Spike TV. I believe that irreverent, hip, aggressive and brash
are words which will associate Spike Lee with Spike TV." Here, the court did
not grant the injunction because Spike Lee is a famous entertainer whose



name just happens to be the same as Spike TV. The court granted the
injunction because Viacom's press release allegedly creates connotations
between Lee's aggressive personality and the channel's new format. Id, at 4.
Moreover, the holding focuses on the use of "spike" in the film and television
industry, of which Spike Lee is a part of. Although Kate Middleton has been
to fashion shows, she is not a part of the fashion industry. The applicant
wishes to use PRINCESS KATE in a field unrelated to the Duchess of
Cambridge using a definition of "princess" that connotes elegance and class,
as stated above. It is also important to know that although an injunction was
granted, the court was never able to decide if Spike Lee could receive a
judgment because the case was settled; therefore, it is unknown if the amount
of evidence Lee accrued was sufficient to prove a false connection. Also, the
applicant does not dispute the office action's claim that Kate Middleton's fame
is not temporary. However, unlike Twiggy, she is not involved in the fashion
industry, and there is no evidence that the public would perceive such a
connection because she does not endorse any products. Conclusion As
demonstrated above, there is no evidence that the public will assume
Applicant's goods bearing the mark PRINCESS KATE have a connection
with the Duchess of Cambridge, Catherine. Refusal - Section 2(c): Particular
Living Individual The Examining Attorney refused registration on an
additional ground that the Applicant's mark consists of or includes a name,
portrait, or signature identifying a particular living individual whose written
consent to register the mark is not of record. Trademark Act Section 2(c), 15
U.S.C. §1052(c); TMEP §1206; see, e.g., In re Hoefflin, 97 U.S.P.Q.2d 1174
(TTAB 2010). Applicant respectfully requests that the Examining Attorney
withdraw the refusal because the Applicant's mark does not identify a
particular living individual. For a Section 2(c) refusal, a name in a mark
identifies a particular living individual if the person bearing the name will be
associated with the mark as used on the goods or services because he or she
(1) is "so well-known that the public would reasonably assume a connection"
or (2) is "publicly connected with the business in which the mark is being
used." In re Hoefflin, 97 USPQ2d 1174, 1175-76 (TTAB 2010); see also
Krause v. Krause Publ'ns, Inc. , 76 USPQ2d 1904, 1909-10 (TTAB 2005); In
re Sauer, 27 USPQ2d 1073, 1075 (TTAB 1994). Based on the evidence
presented above regarding false connection, the Duchess of Cambridge is a
well- known figure, but consumers would not reasonably assume a connection
between her and the goods at issue. In addition, as stated above, the Duchess
of Cambridge was, at the time of the application's filing, not publicly
connected with the business of clothing, makeup, home goods and the like.
She is believed to have style and good taste as a result of her celebrity status,
but does not have any association with the industry in which Applicant's mark
is used. As a result, the mark PRINCESS KATE does not identify any
particular living individual. Cases cited by the Office Action with respect to
this ground for refusal can be distinguished from the matter at hand. First, the
Board in In re Hoefflin, 97 USPQ2d 1174, 1177-78 (TTAB 2010), held that
registration of the marks OBAMA PAJAMA, OBAMA BAHAMA
PAJAMAS, and BARACK'S JOCKS DRESS TO THE LEFT were barred
because they created a direct association with President Obama. The name
"Barack Obama" is not a common name, neither individually nor as one term.
Here, the name "Kate" is significantly popular, listed as #93 on the babycenter



list of 100 most popular baby names of 2011 and #209 on the Social Security
Association's list of popular baby names in 2010. While the existence of
others with the same name does not alter the requirement for a written
consent, See In re Steak & Ale Rests. of Am., Inc., 185 USPQ 447, 447-48
(TTAB 1975), Kate is generally a very popular name. In addition,
"PRINCESS KATE" is not her given or adopted name, thus the use of the
name "Kate" in the mark does not automatically draw an association to
Catherine, Duchess of Cambridge. In fact, the point has been made - over and
over - that Catherine is not a princess. The Board in In re Sauer, 27 USPQ2d
1073, 1074-75 (TTAB 1993) held that the registration of a mark containing
the term BO, used in connection with a sports ball, was barred because the
ball was associated with a well-known athlete by the name Bo. The
connection between Bo Jackson, the world-famous athlete, and the ball was
specific and well-established. Bo Jackson was and is recognized for being a
talented athlete on both the football field and the baseball diamond, while the
ball itself was shaped like a football but contained baseball stitches. As a
result, Bo Jackson's use of a ball throughout his career created a connection
with the mark BO in referencing the ball. Here, Catherine is a Duchess of
Cambridge. In her capacity as Duchess, clothing, fashion, makeup, etc. are not
inherently connected with her position and thus will not create an association.
Finally, the Board in In re Steak & Ale cited above affirmed a refusal of the
mark PRINCE CHARLES before the wording identifies a particular well-
known living individual whose consent was not of record. In that case, Prince
Charles is the actual name of the living person. Here, PRINCESS KATE is
neither the official nor adopted name of Catherine, Duchess of Cambridge.
Further support for the registration of Applicant's mark lies, for example, in
the recent publication of the mark PRINCESS ANNE, in connection with
candy, as well as the registration of HRH PRINCESS ELIZABETH, in
connection with perfume, skin cream, skin lotion and toners. For the mark,
PRINCESS ANNE, while it is claimed that such mark does not identify any
living individual, the British royal family does include "Anne, Princess
Royal". Similarly, the British royal family, for many years, included "Princess
Elizabeth" as one of its members, as Queen Elizabeth II was a princess prior
to her coronation. In the same way, "Catherine, Duchess of Cambridge" is a
member of the British royal family. In both instances, the mark deemed to be
associated with the particular, living individual is neither the exact nor the
adopted name of that individual. As PRINCESS ANNE was approved for
publication and HRH PRINCESS ELIZABETH was registered, so too should
PRINCESS KATE be approved for publication. Conclusion As demonstrated,
there is no evidence that the Applicant's mark PRINCESS KATE identifies a
particular living individual. *Any Exhibits submitted in support of this
response are hereby incorporated herein by this reference Exhibits attached to
our response herein are: Evidence attached documents - which are all part of
the refusal response herein 1) attachment one is our refusal response 2) The
next seven attachments labeled exhibits 5 through 10 are all samples of what
public perception really is and what types of things are also included in the
goggle searches examiner is talking about - another words The Duchess of
Cambridge is not a "Princess", not named one, and does not call herself one,
and there is no evidence that Applicant's mark identifies a particular living



person. 3) Attachments 9 and 10 which are labeled exhibits 14 and 15 are
proof of Kate being such a popular name. 4) Attachment 11 is proof of
Princess Anne Mark as described in our argument. Labeled exhibit 16 in title.
5) Attachment 12 is proof of Princess Elizabeth Mark as described in our
argument. Labeled exhibit 17 in title.
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Refusal – Section 2(a): False Connection
 



The Examining Attorney has now refused registration under Section 2(a) of the Lanham Act, stating that
the applied-for mark consists of or includes matter which may falsely suggest a connection with Catherine,
Duchess of Cambridge. Applicant respectfully requests that the Examining Attorney withdraw the refusal
because Applicant’s mark does not satisfy the test to determine a false association.
 
As the Office Action indicated, for a showing of false connection under Trademark Act Section 2(a), all
factors of the current four-part test to determine the existence of a false
connection must be satisfied. In re Peter S. Herrick, P.A., 91 USPQ2d 1505, 1507 (TTAB
2009); In re MC MC S.r.l., 88 USPQ2d 1378, 1379 (TTAB 2008); TMEP §1203.03(e); see also Univ. of
Notre Dame du Lac v. J.C. Gourmet Food Imps. Co., 703 F.2d 1372, 1375-77, 217 USPQ 505,508-10
(Fed. Cir. 1983) (providing foundational principles for the current four-part test determine the existence of
a false connection). Here, there is no evidence to support the assertion that Applicant’s mark is creating a
false connection with Catherine, the Duchess of Cambridge, and as the mark does not satisfy the test.
 
Unless one of the prongs clearly fails, courts analyze each prong individually to discover if the mark fails
the close approximation test.
 
i. The mark sought to be registered is the same as, or a close approximation of, the name or identity
previously used by another person or institution.
The office action draws a comparison between the public perception of a connection between the
PRINCESS KATE and Kate Middleton with the public perception of a connection between Jimmy Buffett
and “Margaritaville,” a song title for which he is associated with. They argue that if goods and services
using the name Margaritaville can be associated with Jimmy Buffett, it is even more likely that goods and
services under the name PRINCESS KATE would be associated with Middleton. This argument relates to
the second prong of the four prong test, but the first prong has yet to be proven. All four prongs must be
met to satisfy a false connection under section 2(a) of the Trademark Act.
When analyzing the first prong, whether or not public perception ties a product to a specific person is
irrelevant. Jimmy Buffett did not satisfy this prong because of the public perception of a connection
between himself and Margaritaville. He satisfied this prong because he had attempted to commercially
license the mark in the past. The court concluded that there was “ evidence of licensing agreements held
by Jimmy Buffett for the name "J.B.'s MARGARITAVILLE" for a restaurant, and for the sale of clothing,
and various advertisements and depictions of the clothing bearing the term "MARGARITAVILLE".”
Buffett v. Chi-Chi’s, Inc. , 226 USPQ 428 (TTAB 1985)

There is no factual evidence that Kate Middleton had ever “used” PRINCESS KATE or any similar mark
in a commercial context, and the Office Action admits that Kate Middleton’s official title is “Duchess of
Cambridge”. Moreover, whether or not the court in Buffett would have come to the same conclusion
without the direct evidence of previous commercial licensing would be pure speculation. Although the
court acknowledged the relationship between a trademark and public perception, it did not say that a
trademark application can fail section 2(a) based on public perception alone. That would defeat the
purpose of the first prong of the test, which requires a previous use of a mark. Again, PRINCESS KATE is
not a name used by Kate Middleton.

Because Middleton never used PRINCESS KATE, in order to satisfy the first prong of the test, the mark
would need to be a “close approximation” of a name or identity used by her. It is not. Unlike a
disparagement motion, which requires the mark be "reasonably understood as referring to" the identity of
the opposing party, a “close approximation” test “is a more stringent one, requiring a greater degree of
similarity between the two designations.” Boston Red Sox Baseball Club Ltd. P'ship v. Sherman, 88
U.S.P.Q.2d 1581, 1593 (TTAB 2008). In other words, a standard higher than whether or not a reasonable
person would connect PRINCESS KATE to Kate Middleton must be met. Although PRINCESS KATE
may be reasonably understood as referring to Kate Middleton, Duchess of Cambridge, it is not a close
approximation of her name because Kate Middleton is not a princess.
 
When analyzing whether or not a trademark is the same or a close approximation, courts also look into the
meaning of the words within the mark. Here, the court did not consider whether the public would perceive
MOHAWK to be connected to the St. Regis Band. In re White, 80 U.S.P.Q.2d 1654, 1658-59, (TTAB
2006). Instead, they used a dictionary to prove that MOHAWK is historically associated with the Mohawk
tribe. The meaning of Princess is not the same as the meaning of Duchess. Moreover, the other definitions



of princess are not exclusive enough to point directly to Middleton, nor do they connote a close
approximation of her identity.
 
Even if the dictionary definition of Princess is sufficient to link Middleton to PRINCESS KATE, Mohawk
is still distinguishable from this action because MOHAWK is a unique part of the name of the designation
for the federally recognized St. Regis Band of Mohawk Indians of New York. “Princess” and “Kate” are
too common to be a close approximation of Kate Middleton, especially in the way of which the applicant
plans to use the mark. The use of the term “princess” will connote to consumers that the Applicant’s
goods are select and of a high quality. The applied-for mark is merely fanciful due to the fact that it is not
a “coined” term in the United States, as this country has no royal family. In addition, the mark
PRINCESS KATE is arbitrary in that it is used in connection with products unrelated to its meaning. Here,
the applied-for mark is used in connection with luxury items and home goods, items not specifically or
exclusively associated with the term “Princess Kate”. As a result, this phrase is not a descriptive phrase,
but a concocted one, deserving of registration.
 
All factors of the current four-part test to determine the existence of a false connection must be
satisfied. PRINCESS KATE is not the same as, or a close approximation of, the name or identity
previously used by Catherine, Duchess of Cambridge ever herself.
 
Even if the general public associates PRINCESS KATE with Middleton, the first prong is still not
met.
 
 
ii. The mark would be recognized as such, in that it points uniquely and unmistakably to that
person or institution.
 
As stated above, the Applicant’s mark, PRINCESS KATE, is not the same or a close approximation of
the name of a person or institution. As such, the Applicant’s mark does not point uniquely and
unmistakably to Catherine, Duchess of Cambridge.
 
The Office Action cites several articles from both Google searches and the Nexus database as evidence
that Catherine, Duchess of Cambridge is well-known throughout the world as “PRINCESS KATE”.
Applicant neither acknowledges nor denies the fame of Catherine, Duchess of Cambridge, but respectfully
submits that the articles and search results referenced in the Office Action are of an unverified nature and
must therefore be deemed immaterial and irrelevant.
 
“Articles downloaded from the Internet are admissible as evidence of information available to the general
public. However, the weight given to this evidence must be carefully evaluated, because the source may
be unknown.” TMEP §710.01(b); See In re Total Quality Group Inc., 51 USPQ2d 1474, 1475-76 (TTAB
1999); Raccioppi v. Apogee Inc., 47 USPQ2d 1368, 1370-71 (TTAB 1998). Moreover, one must be
careful when evaluating the results of a Google search. “Search engine results--which provide little
context to discern how a term is actually used on the webpage that can be accessed through the search
result link--may be insufficient to determine the nature of the use of a term or the relevance of the search
results to registration considerations.” In re Bayer Aktiengesellschaft, 488 F.3d 960, 967 (Fed. Cir. 2007).
The office action references the number of hits that result when searching the phrase PRINCESS KATE
using the Google search engine. However, many of those results are false positives. For example,
punctuation marks such as colons and commas appear between the words PRINCESS and KATE in
various results, such as “'What's it like to be a princess, Kate” and “The New Princess: Kate Middleton's
Fashion Evolution.” Although the Office Action does provide full web pages that arose from the Google
search, they do not show that Kate Middleton is publicly perceived at PRINCESS KATE, and although a
few results do refer to Middleton as PRINCESS KATE, they are not frequent enough to meet the burden
of “unique and unmistakable.”
 
The office action’s claim that Kate Middleton’s public perception is that of a princess is dubious. As
stated previously, Kate Middleton is not a princess. Additionally, many of them, if taken as relevant for
any reason, favor applicant’s mark as the Google search found the mark PRINCESS KATE but these
articles supported the position and explain that she was never and will not know be known as PRINCESS
KATE. Although the examiner found the words PRINCESS KATE in a search query, the content of the
captions and articles clearly state that Catherine is not nor will ever be known as a Princess.



 
Applicant does not dispute the importance of public perception when analyzing a trademark request.
However, using news articles to decipher whether or not the public perceives Catherine Middleton as
PRINCESS KATE does not yield conclusive results. The Office Action infers that the American media
acknowledges that Kate Middleton is commonly referred to as PRINCESS KATE. It cites an article from
an ABC News broadcast, claiming that PRINCESS KATE is Middleton’s “handle and she wears it well.”
While this is one person’s opinion, ABC News also recently aired a segment explaining that Middleton
must curtsey to “blood princesses” when not in the company of Prince William. These actual princesses
are “the Princess Royal, Princess Alexandra, and the daughters of the Duke of York, Princesses Beatrice
and Eugenie.” Here, ABC re-enforces the notion that Middleton is not a princess and should not be
perceived as such.
 
iii. The person or institution identified in the mark is not connected with the goods sold or services
performed by applicant under the mark.
 
Applicant does not dispute that Catherine, Duchess of Cambridge, is not connected with the goods sold by
Applicant under the mark.  Applicant does, however, maintain that the mark is not a reference to nor does
it have any connection with such person.
 
iv. The fame or reputation of the named person or institution is of such a nature that a connection with
such person or institution would be presumed when applicant’s mark is used on its goods and/or services.
 
Applicant does not dispute that Catherine, Duchess of Cambridge, is a well-known figure, stemming from
her well-publicized relationship with Prince William and her subsequent wedding. However, there is no
evidence to support the assertion that a connection with Catherine would be presumed when Applicant’s
mark is on the goods. The Office Action suggested that due to the media coverage of Catherine and
William’s lives and the repeated comments about her style and wardrobe, use of Applicant’s mark in
connection with makeup, luxury and home goods, and the like would create an association with Catherine.
Applicant respectfully submits that the evidence submitted in support of this assertion is immaterial.
 
As stated above, the Internet articles cited in the Office Action are of an unreliable and unverifiable
nature, and as such, should be given limited probative value. In addition, while the Duchess of Cambridge
is well-known, there is no evidence of a presumptive connection between Catherine and the specific goods
upon which the Applicant’s mark will be used. Simply because Catherine is believed to have style and
good taste does not mean that she is publicly perceived to be involved in the industry at all. While this
may occur in the future, it was not the case upon filing of Applicant’s application.
 
If applicant’s goods and/or services are of a type that the named person or institution sells or uses, and
the named party is sufficiently famous, then it may be inferred that purchasers of the goods and/or
services would be misled into making a false connection of sponsorship, approval, support or the like with
the named party.  In re Cotter & Co., 228 USPQ 202 (TTAB 1985); In re Nat’l Intelligence Acad., 190
USPQ 570 (TTAB 1976).
 
In Hornby v. TJX Companies, Inc., 87 USPQ2d 1411 (TTAB 2008), the Board found a definite connection
between Twiggy’s career as a model and clothing line designer and the goods containing the Applicant’s
mark.  The Board determined that as a result of her long and successful modeling career as well as her
other promotional activities, Twiggy had increased her celebrity to the point that purchasers of her
children’s clothing line would assume an association with her. Here, there is no obvious connection
between the Duchess of Cambridge and the goods listed in the application for registration. The Duchess of
Cambridge does not have her own clothing line, nor does she promote or advertise for any such product.
Again, while a clothing line or some other association with fashion may be forthcoming for the Duchess of
Cambridge, she is not as of yet involved in the industry. She merely wears clothing and makeup.
Therefore, there is no evidence that consumers will presume a connection when Applicant’s mark is
affixed to the goods.
 
The applicant does not dispute that Kate Middleton has attended fashion shows, but nowhere has examiner
shown or proven that Catherine has ever endorsed any particular style or brand, nor claim that she is
connected to the lifestyle branding business in any way. Examiner simply tries to show that a third party
recognizing something Catherine has on herself places her in the fashion business. The examiner simply



has not presented any proof that Catherine is even perceived as endorsing any goods. Although Kate
Middleton’s clothing choices are critiqued, this does not necessarily mean that the public expects her to
endorse the kind of clothing she wears. The examiner is making the argument that everything that
Catherine wears or uses (all goods) is perceived to be directly connected and affiliated with her and she is
perceived to be the source. However, the examiner has not shown any evidence of this.
 
It is true that a false connection can be inferred if an applicant uses a mark in a way that misleads the
public into thinking the goods and/or services “are of a type that the named person or institution sells or
uses,” But, as stated above, Kate Middleton does not or has ever used the name PRINCESS KATE, nor
has she ever sold anything under that name, and as stated above, she merely wears clothing and make-up.
The applicant’s use of the mark will not Spike Lee applied for a preliminary injunction to stop Viacom
from changing the name of TNN to Spike TV, claiming that a channel named “Spike” TV would cause
the public to perceive that there is a false connection. Lee v. Viacom Inc., INDEX110080/2003MTNS,
2003 WL 22319071 (N.Y. Sup. Ct. June 12, 2003). The injunction was granted because Lee was able to
provide an expert witness with “expertise in the evaluation of consumer perception of advertising
marketing and other forms of mass communications” whose affidavit stated that “if an impartial survey
were conducted in New York and similar urban center cities, a substantial portion of black men and
women aged 18-45, and also a substantial, though smaller, proportion of young white professionals would
infer from Viacom press releases that Spike Lee was associated with Spike TV. I believe that irreverent,
hip, aggressive and brash are words which will associate Spike Lee with Spike TV.” Here, the court did
not grant the injunction because Spike Lee is a famous entertainer whose name just happens to be the
same as Spike TV. The court granted the injunction because Viacom’s press release allegedly creates
connotations between Lee’s aggressive personality and the channel’s new format. Id, at 4. Moreover, the
holding focuses on the use of “spike” in the film and television industry, of which Spike Lee is a part of.
Although Kate Middleton has been to fashion shows, she is not a part of the fashion industry. The
applicant wishes to use PRINCESS KATE in a field unrelated to the Duchess of Cambridge using a
definition of “princess” that connotes elegance and class, as stated above. It is also important to know that
although an injunction was granted, the court was never able to decide if Spike Lee could receive a
judgment because the case was settled; therefore, it is unknown if the amount of evidence Lee accrued was
sufficient to prove a false connection.

Also, the applicant does not dispute the office action’s claim that Kate Middleton’s fame is not
temporary. However, unlike Twiggy, she is not involved in the fashion industry, and there is no evidence
that the public would perceive such a connection because she does not endorse any products.
 
Conclusion
 
As demonstrated above, there is no evidence that the public will assume Applicant’s goods bearing the
mark PRINCESS KATE have a connection with the Duchess of Cambridge, Catherine.
 
Refusal – Section 2(c): Particular Living Individual
 
The Examining Attorney refused registration on an additional ground that the Applicant’s mark consists
of or includes a name, portrait, or signature identifying a particular living individual whose written
consent to register the mark is not of record. Trademark Act Section 2(c), 15 U.S.C. §1052(c); TMEP
§1206; see, e.g., In re Hoefflin, 97 U.S.P.Q.2d 1174 (TTAB 2010).  Applicant respectfully requests that
the Examining Attorney withdraw the refusal because the Applicant’s mark does not identify a particular
living individual.
 
For a Section 2(c) refusal, a name in a mark identifies a particular living individual if the person bearing
the name will be associated with the mark as used on the goods or services because he or she (1) is “so
well-known that the public would reasonably assume a connection” or (2) is “publicly connected with the
business in which the mark is being used.”    In re Hoefflin, 97 USPQ2d 1174, 1175-76 (TTAB 2010); see
also Krause v. Krause Publ’ns, Inc.   , 76 USPQ2d 1904, 1909-10 (TTAB 2005); In re Sauer, 27 USPQ2d
1073, 1075 (TTAB 1994). Based on the evidence presented above regarding false connection, the Duchess
of Cambridge is a well- known figure, but consumers would not reasonably assume a connection between
her and the goods at issue.  In addition, as stated above, the Duchess of Cambridge was, at the time of the
application’s filing, not publicly connected with the business of clothing, makeup, home goods and the
like.  She is believed to have style and good taste as a result of her celebrity status, but does not have any



association with the industry in which Applicant’s mark is used.    As a result, the mark PRINCESS
KATE does not identify any particular living individual.
 
Cases cited by the Office Action with respect to this ground for refusal can be distinguished from the
matter at hand.  First, the Board in In re Hoefflin, 97 USPQ2d 1174, 1177-78 (TTAB 2010), held that
registration of the marks OBAMA PAJAMA, OBAMA BAHAMA PAJAMAS, and BARACK’S JOCKS
DRESS TO THE LEFT were barred because they created a direct association with President Obama.  The
name “Barack Obama” is not a common name, neither individually nor as one term.    Here, the name
“Kate” is significantly popular, listed as #93 on the babycenter list of 100 most popular baby names of
2011 and #209 on the Social Security Association’s list of popular baby names in 2010. While the
existence of others with the same name does not alter the requirement for a written consent, See In re
Steak & Ale Rests. of Am., Inc., 185 USPQ 447, 447-48 (TTAB 1975), Kate is generally a very popular
name.  In addition, “PRINCESS KATE” is not her given or adopted name, thus the use of the name
“Kate” in the mark does not automatically draw an association to Catherine, Duchess of Cambridge.   In
fact, the point has been made – over and over – that Catherine is not a princess.
 
The Board in In re Sauer, 27 USPQ2d 1073, 1074-75 (TTAB 1993) held that the registration of a mark
containing the term BO, used in connection with a sports ball, was barred because the ball was associated
with a well-known athlete by the name Bo.  The connection between Bo Jackson, the world-famous
athlete, and the ball was specific and well-established.  Bo Jackson was and is recognized for being a
talented athlete on both the football field and the baseball diamond, while the ball itself was shaped like a
football but contained baseball stitches.  As a result, Bo Jackson’s use of a ball throughout his career
created a connection with the mark BO in referencing the ball.  Here, Catherine is a Duchess of
Cambridge.  In her capacity as Duchess, clothing, fashion, makeup, etc. are not inherently connected with
her position and thus will not create an association.
 
Finally, the Board in In re Steak & Ale cited above affirmed a refusal of the mark PRINCE CHARLES
before the wording identifies a particular well-known living individual whose consent was not of record.
In that case, Prince Charles is the actual name of the living person.  Here, PRINCESS KATE is neither the
official nor adopted name of Catherine, Duchess of Cambridge.
 
Further support for the registration of Applicant’s mark lies, for example, in the recent publication of the
mark PRINCESS ANNE, in connection with candy, as well as the registration of HRH PRINCESS
ELIZABETH, in connection with perfume, skin cream, skin lotion and toners. For the mark, PRINCESS
ANNE, while it is claimed that such mark does not identify any living individual, the British royal family
does include “Anne, Princess Royal”. Similarly, the British royal family, for many years, included
“Princess Elizabeth” as one of its members, as Queen Elizabeth II was a princess prior to her coronation.  
In the same way, “Catherine, Duchess of Cambridge” is a member of the British royal family.   In both
instances, the mark deemed to be associated with the particular, living individual is neither the exact nor
the adopted name of that individual.  As PRINCESS ANNE was approved for publication and HRH
PRINCESS ELIZABETH was registered, so too should PRINCESS KATE be approved for publication.
 
Conclusion
 
As demonstrated, there is no evidence that the Applicant’s mark PRINCESS KATE identifies a
particular living individual.
 
*Any Exhibits submitted in support of this response are hereby incorporated herein by this reference

EVIDENCE
Evidence in the nature of Evidence attached documents - which are all part of the refusal response herein
1) attachment one is our refusal response 2) The next seven attachments labeled exhibits 5 through 10 are
all samples of what public perception really is and what types of things are also included in the goggle
searches examiner is talking about - another words The Duchess of Cambridge is not a "Princess", not
named one, and does not call herself one, and there is no evidence that Applicant's mark identifies a
particular living person. 3) Attachments 9 and 10 which are labeled exhibits 14 and 15 are proof of Kate



being such a popular name. 4) Attachment 11 is proof of Princess Anne Mark as described in our
argument. Labeled exhibit 16 in title. 5) Attachment 12 is proof of Princess Elizabeth Mark as described in
our argument. Labeled exhibit 17 in title. has been attached.
Original PDF file:
evi_655119067-133324795_._Princess_Kate_Response_3_12_6_12_revise_1.pdf
Converted PDF file(s) (7 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Original PDF file:
evi_655119067-133324795_._Princess_Kate_-_Exhibit_5.pdf
Converted PDF file(s) (1 page)
Evidence-1
Original PDF file:
evi_655119067-133324795_._Princess_Kate_-_Exhibit_6.pdf
Converted PDF file(s) (3 pages)
Evidence-1
Evidence-2
Evidence-3
Original PDF file:
evi_655119067-133324795_._Princess_Kate_-_Exhibit_7_originally_now_exhibit_3.pdf
Converted PDF file(s) (3 pages)
Evidence-1
Evidence-2
Evidence-3
Original PDF file:
evi_655119067-133324795_._Princess_Kate_-_Exhibit_8.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_655119067-133324795_._Princess_Kate_-_Exhibit_9.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_1-655119067-133324795_._Princess_Kate_-_Exhibit_9.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_655119067-133324795_._Princess_Kate_-_Exhibit_10.pdf
Converted PDF file(s) (3 pages)
Evidence-1



Evidence-2
Evidence-3
Original PDF file:
evi_655119067-133324795_._Princess_Kate_-_Exhibit_14.pdf
Converted PDF file(s) (4 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Original PDF file:
evi_655119067-133324795_._Princess_Kate_-_Exhibit_15.pdf
Converted PDF file(s) (1 page)
Evidence-1
Original PDF file:
evi_655119067-133324795_._Princess_Kate_-_Exhibit_16.pdf
Converted PDF file(s) (1 page)
Evidence-1
Original PDF file:
evi_655119067-133324795_._Princess_Kate_-_Exhibit_17.pdf
Converted PDF file(s) (1 page)
Evidence-1

ADDITIONAL STATEMENTS 
Miscellaneous Statement
Refusal - Section 2(a): False Connection The Examining Attorney has now refused registration under
Section 2(a) of the Lanham Act, stating that the applied-for mark consists of or includes matter which may
falsely suggest a connection with Catherine, Duchess of Cambridge. Applicant respectfully requests that
the Examining Attorney withdraw the refusal because Applicant's mark does not satisfy the test to
determine a false association. As the Office Action indicated, for a showing of false connection under
Trademark Act Section 2(a), all factors of the current four-part test to determine the existence of a false
connection must be satisfied. In re Peter S. Herrick, P.A., 91 USPQ2d 1505, 1507 (TTAB 2009); In re MC
MC S.r.l., 88 USPQ2d 1378, 1379 (TTAB 2008); TMEP §1203.03(e); see also Univ. of Notre Dame du
Lac v. J.C. Gourmet Food Imps. Co., 703 F.2d 1372, 1375-77, 217 USPQ 505,508-10 (Fed. Cir. 1983)
(providing foundational principles for the current four-part test determine the existence of a false
connection). Here, there is no evidence to support the assertion that Applicant's mark is creating a false
connection with Catherine, the Duchess of Cambridge, and as the mark does not satisfy the test. Unless
one of the prongs clearly fails, courts analyze each prong individually to discover if the mark fails the
close approximation test. i. The mark sought to be registered is the same as, or a close approximation of,
the name or identity previously used by another person or institution. The office action draws a
comparison between the public perception of a connection between the PRINCESS KATE and Kate
Middleton with the public perception of a connection between Jimmy Buffett and "Margaritaville," a song
title for which he is associated with. They argue that if goods and services using the name Margaritaville
can be associated with Jimmy Buffett, it is even more likely that goods and services under the name
PRINCESS KATE would be associated with Middleton. This argument relates to the second prong of the
four prong test, but the first prong has yet to be proven. All four prongs must be met to satisfy a false
connection under section 2(a) of the Trademark Act. When analyzing the first prong, whether or not public
perception ties a product to a specific person is irrelevant. Jimmy Buffett did not satisfy this prong because
of the public perception of a connection between himself and Margaritaville. He satisfied this prong
because he had attempted to commercially license the mark in the past. The court concluded that there was



"evidence of licensing agreements held by Jimmy Buffett for the name "J.B.'s MARGARITAVILLE" for
a restaurant, and for the sale of clothing, and various advertisements and depictions of the clothing bearing
the term "MARGARITAVILLE"." Buffett v. Chi-Chi's, Inc., 226 USPQ 428 (TTAB 1985) There is no
factual evidence that Kate Middleton had ever "used" PRINCESS KATE or any similar mark in a
commercial context, and the Office Action admits that Kate Middleton's official title is "Duchess of
Cambridge". Moreover, whether or not the court in Buffett would have come to the same conclusion
without the direct evidence of previous commercial licensing would be pure speculation. Although the
court acknowledged the relationship between a trademark and public perception, it did not say that a
trademark application can fail section 2(a) based on public perception alone. That would defeat the
purpose of the first prong of the test, which requires a previous use of a mark. Again, PRINCESS KATE is
not a name used by Kate Middleton. Because Middleton never used PRINCESS KATE, in order to satisfy
the first prong of the test, the mark would need to be a "close approximation" of a name or identity used
by her. It is not. Unlike a disparagement motion, which requires the mark be "reasonably understood as
referring to" the identity of the opposing party, a "close approximation" test "is a more stringent one,
requiring a greater degree of similarity between the two designations." Boston Red Sox Baseball Club Ltd.
P'ship v. Sherman, 88 U.S.P.Q.2d 1581, 1593 (TTAB 2008). In other words, a standard higher than
whether or not a reasonable person would connect PRINCESS KATE to Kate Middleton must be met.
Although PRINCESS KATE may be reasonably understood as referring to Kate Middleton, Duchess of
Cambridge, it is not a close approximation of her name because Kate Middleton is not a princess. When
analyzing whether or not a trademark is the same or a close approximation, courts also look into the
meaning of the words within the mark. Here, the court did not consider whether the public would perceive
MOHAWK to be connected to the St. Regis Band. In re White, 80 U.S.P.Q.2d 1654, 1658-59, (TTAB
2006). Instead, they used a dictionary to prove that MOHAWK is historically associated with the Mohawk
tribe. The meaning of Princess is not the same as the meaning of Duchess. Moreover, the other definitions
of princess are not exclusive enough to point directly to Middleton, nor do they connote a close
approximation of her identity. Even if the dictionary definition of Princess is sufficient to link Middleton
to PRINCESS KATE, Mohawk is still distinguishable from this action because MOHAWK is a unique
part of the name of the designation for the federally recognized St. Regis Band of Mohawk Indians of
New York. "Princess" and "Kate" are too common to be a close approximation of Kate Middleton,
especially in the way of which the applicant plans to use the mark. The use of the term "princess" will
connote to consumers that the Applicant's goods are select and of a high quality. The applied-for mark is
merely fanciful due to the fact that it is not a "coined" term in the United States, as this country has no
royal family. In addition, the mark PRINCESS KATE is arbitrary in that it is used in connection with
products unrelated to its meaning. Here, the applied-for mark is used in connection with luxury items and
home goods, items not specifically or exclusively associated with the term "Princess Kate". As a result,
this phrase is not a descriptive phrase, but a concocted one, deserving of registration. All factors of the
current four-part test to determine the existence of a false connection must be satisfied. PRINCESS KATE
is not the same as, or a close approximation of, the name or identity previously used by Catherine,
Duchess of Cambridge ever herself. Even if the general public associates PRINCESS KATE with
Middleton, the first prong is still not met. ii. The mark would be recognized as such, in that it points
uniquely and unmistakably to that person or institution. As stated above, the Applicant's mark, PRINCESS
KATE, is not the same or a close approximation of the name of a person or institution. As such, the
Applicant's mark does not point uniquely and unmistakably to Catherine, Duchess of Cambridge. The
Office Action cites several articles from both Google searches and the Nexus database as evidence that
Catherine, Duchess of Cambridge is well-known throughout the world as "PRINCESS KATE". Applicant
neither acknowledges nor denies the fame of Catherine, Duchess of Cambridge, but respectfully submits
that the articles and search results referenced in the Office Action are of an unverified nature and must
therefore be deemed immaterial and irrelevant. "Articles downloaded from the Internet are admissible as
evidence of information available to the general public. However, the weight given to this evidence must
be carefully evaluated, because the source may be unknown." TMEP §710.01(b); See In re Total Quality



Group Inc., 51 USPQ2d 1474, 1475-76 (TTAB 1999); Raccioppi v. Apogee Inc., 47 USPQ2d 1368, 1370-
71 (TTAB 1998). Moreover, one must be careful when evaluating the results of a Google search. "Search
engine results--which provide little context to discern how a term is actually used on the webpage that can
be accessed through the search result link--may be insufficient to determine the nature of the use of a term
or the relevance of the search results to registration considerations." In re Bayer Aktiengesellschaft, 488
F.3d 960, 967 (Fed. Cir. 2007). The office action references the number of hits that result when searching
the phrase PRINCESS KATE using the Google search engine. However, many of those results are false
positives. For example, punctuation marks such as colons and commas appear between the words
PRINCESS and KATE in various results, such as "'What's it like to be a princess, Kate" and "The New
Princess: Kate Middleton's Fashion Evolution." Although the Office Action does provide full web pages
that arose from the Google search, they do not show that Kate Middleton is publicly perceived at
PRINCESS KATE, and although a few results do refer to Middleton as PRINCESS KATE, they are not
frequent enough to meet the burden of "unique and unmistakable." The office action's claim that Kate
Middleton's public perception is that of a princess is dubious. As stated previously, Kate Middleton is not
a princess. Additionally, many of them, if taken as relevant for any reason, favor applicant's mark as the
Google search found the mark PRINCESS KATE but these articles supported the position and explain that
she was never and will not know be known as PRINCESS KATE. Although the examiner found the words
PRINCESS KATE in a search query, the content of the captions and articles clearly state that Catherine is
not nor will ever be known as a Princess. Applicant does not dispute the importance of public perception
when analyzing a trademark request. However, using news articles to decipher whether or not the public
perceives Catherine Middleton as PRINCESS KATE does not yield conclusive results. The Office Action
infers that the American media acknowledges that Kate Middleton is commonly referred to as PRINCESS
KATE. It cites an article from an ABC News broadcast, claiming that PRINCESS KATE is Middleton's
"handle and she wears it well." While this is one person's opinion, ABC News also recently aired a
segment explaining that Middleton must curtsey to "blood princesses" when not in the company of Prince
William. These actual princesses are "the Princess Royal, Princess Alexandra, and the daughters of the
Duke of York, Princesses Beatrice and Eugenie." Here, ABC re-enforces the notion that Middleton is not a
princess and should not be perceived as such. iii. The person or institution identified in the mark is not
connected with the goods sold or services performed by applicant under the mark. Applicant does not
dispute that Catherine, Duchess of Cambridge, is not connected with the goods sold by Applicant under
the mark. Applicant does, however, maintain that the mark is not a reference to nor does it have any
connection with such person. iv. The fame or reputation of the named person or institution is of such a
nature that a connection with such person or institution would be presumed when applicant's mark is used
on its goods and/or services. Applicant does not dispute that Catherine, Duchess of Cambridge, is a well-
known figure, stemming from her well-publicized relationship with Prince William and her subsequent
wedding. However, there is no evidence to support the assertion that a connection with Catherine would
be presumed when Applicant's mark is on the goods. The Office Action suggested that due to the media
coverage of Catherine and William's lives and the repeated comments about her style and wardrobe, use of
Applicant's mark in connection with makeup, luxury and home goods, and the like would create an
association with Catherine. Applicant respectfully submits that the evidence submitted in support of this
assertion is immaterial. As stated above, the Internet articles cited in the Office Action are of an unreliable
and unverifiable nature, and as such, should be given limited probative value. In addition, while the
Duchess of Cambridge is well-known, there is no evidence of a presumptive connection between
Catherine and the specific goods upon which the Applicant's mark will be used. Simply because Catherine
is believed to have style and good taste does not mean that she is publicly perceived to be involved in the
industry at all. While this may occur in the future, it was not the case upon filing of Applicant's
application. If applicant's goods and/or services are of a type that the named person or institution sells or
uses, and the named party is sufficiently famous, then it may be inferred that purchasers of the goods
and/or services would be misled into making a false connection of sponsorship, approval, support or the



like with the named party. In re Cotter & Co., 228 USPQ 202 (TTAB 1985); In re Nat'l Intelligence Acad.,
190 USPQ 570 (TTAB 1976). In Hornby v. TJX Companies, Inc., 87 USPQ2d 1411 (TTAB 2008), the
Board found a definite connection between Twiggy's career as a model and clothing line designer and the
goods containing the Applicant's mark. The Board determined that as a result of her long and successful
modeling career as well as her other promotional activities, Twiggy had increased her celebrity to the
point that purchasers of her children's clothing line would assume an association with her. Here, there is
no obvious connection between the Duchess of Cambridge and the goods listed in the application for
registration. The Duchess of Cambridge does not have her own clothing line, nor does she promote or
advertise for any such product. Again, while a clothing line or some other association with fashion may be
forthcoming for the Duchess of Cambridge, she is not as of yet involved in the industry. She merely wears
clothing and makeup. Therefore, there is no evidence that consumers will presume a connection when
Applicant's mark is affixed to the goods. The applicant does not dispute that Kate Middleton has attended
fashion shows, but nowhere has examiner shown or proven that Catherine has ever endorsed any particular
style or brand, nor claim that she is connected to the lifestyle branding business in any way. Examiner
simply tries to show that a third party recognizing something Catherine has on herself places her in the
fashion business. The examiner simply has not presented any proof that Catherine is even perceived as
endorsing any goods. Although Kate Middleton's clothing choices are critiqued, this does not necessarily
mean that the public expects her to endorse the kind of clothing she wears. The examiner is making the
argument that everything that Catherine wears or uses (all goods) is perceived to be directly connected and
affiliated with her and she is perceived to be the source. However, the examiner has not shown any
evidence of this. It is true that a false connection can be inferred if an applicant uses a mark in a way that
misleads the public into thinking the goods and/or services "are of a type that the named person or
institution sells or uses," But, as stated above, Kate Middleton does not or has ever used the name
PRINCESS KATE, nor has she ever sold anything under that name, and as stated above, she merely wears
clothing and make-up. The applicant's use of the mark will not Spike Lee applied for a preliminary
injunction to stop Viacom from changing the name of TNN to Spike TV, claiming that a channel named
"Spike" TV would cause the public to perceive that there is a false connection. Lee v. Viacom Inc.,
INDEX110080/2003MTNS, 2003 WL 22319071 (N.Y. Sup. Ct. June 12, 2003). The injunction was
granted because Lee was able to provide an expert witness with "expertise in the evaluation of consumer
perception of advertising marketing and other forms of mass communications" whose affidavit stated that
"if an impartial survey were conducted in New York and similar urban center cities, a substantial portion
of black men and women aged 18-45, and also a substantial, though smaller, proportion of young white
professionals would infer from Viacom press releases that Spike Lee was associated with Spike TV. I
believe that irreverent, hip, aggressive and brash are words which will associate Spike Lee with Spike
TV." Here, the court did not grant the injunction because Spike Lee is a famous entertainer whose name
just happens to be the same as Spike TV. The court granted the injunction because Viacom's press release
allegedly creates connotations between Lee's aggressive personality and the channel's new format. Id, at 4.
Moreover, the holding focuses on the use of "spike" in the film and television industry, of which Spike
Lee is a part of. Although Kate Middleton has been to fashion shows, she is not a part of the fashion
industry. The applicant wishes to use PRINCESS KATE in a field unrelated to the Duchess of Cambridge
using a definition of "princess" that connotes elegance and class, as stated above. It is also important to
know that although an injunction was granted, the court was never able to decide if Spike Lee could
receive a judgment because the case was settled; therefore, it is unknown if the amount of evidence Lee
accrued was sufficient to prove a false connection. Also, the applicant does not dispute the office action's
claim that Kate Middleton's fame is not temporary. However, unlike Twiggy, she is not involved in the
fashion industry, and there is no evidence that the public would perceive such a connection because she
does not endorse any products. Conclusion As demonstrated above, there is no evidence that the public
will assume Applicant's goods bearing the mark PRINCESS KATE have a connection with the Duchess of
Cambridge, Catherine. Refusal - Section 2(c): Particular Living Individual The Examining Attorney
refused registration on an additional ground that the Applicant's mark consists of or includes a name,



portrait, or signature identifying a particular living individual whose written consent to register the mark is
not of record. Trademark Act Section 2(c), 15 U.S.C. §1052(c); TMEP §1206; see, e.g., In re Hoefflin, 97
U.S.P.Q.2d 1174 (TTAB 2010). Applicant respectfully requests that the Examining Attorney withdraw the
refusal because the Applicant's mark does not identify a particular living individual. For a Section 2(c)
refusal, a name in a mark identifies a particular living individual if the person bearing the name will be
associated with the mark as used on the goods or services because he or she (1) is "so well-known that the
public would reasonably assume a connection" or (2) is "publicly connected with the business in which the
mark is being used." In re Hoefflin, 97 USPQ2d 1174, 1175-76 (TTAB 2010); see also Krause v. Krause
Publ'ns, Inc. , 76 USPQ2d 1904, 1909-10 (TTAB 2005); In re Sauer, 27 USPQ2d 1073, 1075 (TTAB
1994). Based on the evidence presented above regarding false connection, the Duchess of Cambridge is a
well- known figure, but consumers would not reasonably assume a connection between her and the goods
at issue. In addition, as stated above, the Duchess of Cambridge was, at the time of the application's filing,
not publicly connected with the business of clothing, makeup, home goods and the like. She is believed to
have style and good taste as a result of her celebrity status, but does not have any association with the
industry in which Applicant's mark is used. As a result, the mark PRINCESS KATE does not identify any
particular living individual. Cases cited by the Office Action with respect to this ground for refusal can be
distinguished from the matter at hand. First, the Board in In re Hoefflin, 97 USPQ2d 1174, 1177-78
(TTAB 2010), held that registration of the marks OBAMA PAJAMA, OBAMA BAHAMA PAJAMAS,
and BARACK'S JOCKS DRESS TO THE LEFT were barred because they created a direct association
with President Obama. The name "Barack Obama" is not a common name, neither individually nor as one
term. Here, the name "Kate" is significantly popular, listed as #93 on the babycenter list of 100 most
popular baby names of 2011 and #209 on the Social Security Association's list of popular baby names in
2010. While the existence of others with the same name does not alter the requirement for a written
consent, See In re Steak & Ale Rests. of Am., Inc., 185 USPQ 447, 447-48 (TTAB 1975), Kate is
generally a very popular name. In addition, "PRINCESS KATE" is not her given or adopted name, thus
the use of the name "Kate" in the mark does not automatically draw an association to Catherine, Duchess
of Cambridge. In fact, the point has been made - over and over - that Catherine is not a princess. The
Board in In re Sauer, 27 USPQ2d 1073, 1074-75 (TTAB 1993) held that the registration of a mark
containing the term BO, used in connection with a sports ball, was barred because the ball was associated
with a well-known athlete by the name Bo. The connection between Bo Jackson, the world-famous
athlete, and the ball was specific and well-established. Bo Jackson was and is recognized for being a
talented athlete on both the football field and the baseball diamond, while the ball itself was shaped like a
football but contained baseball stitches. As a result, Bo Jackson's use of a ball throughout his career
created a connection with the mark BO in referencing the ball. Here, Catherine is a Duchess of
Cambridge. In her capacity as Duchess, clothing, fashion, makeup, etc. are not inherently connected with
her position and thus will not create an association. Finally, the Board in In re Steak & Ale cited above
affirmed a refusal of the mark PRINCE CHARLES before the wording identifies a particular well-known
living individual whose consent was not of record. In that case, Prince Charles is the actual name of the
living person. Here, PRINCESS KATE is neither the official nor adopted name of Catherine, Duchess of
Cambridge. Further support for the registration of Applicant's mark lies, for example, in the recent
publication of the mark PRINCESS ANNE, in connection with candy, as well as the registration of HRH
PRINCESS ELIZABETH, in connection with perfume, skin cream, skin lotion and toners. For the mark,
PRINCESS ANNE, while it is claimed that such mark does not identify any living individual, the British
royal family does include "Anne, Princess Royal". Similarly, the British royal family, for many years,
included "Princess Elizabeth" as one of its members, as Queen Elizabeth II was a princess prior to her
coronation. In the same way, "Catherine, Duchess of Cambridge" is a member of the British royal family.
In both instances, the mark deemed to be associated with the particular, living individual is neither the
exact nor the adopted name of that individual. As PRINCESS ANNE was approved for publication and
HRH PRINCESS ELIZABETH was registered, so too should PRINCESS KATE be approved for



publication. Conclusion As demonstrated, there is no evidence that the Applicant's mark PRINCESS
KATE identifies a particular living individual. *Any Exhibits submitted in support of this response are
hereby incorporated herein by this reference Exhibits attached to our response herein are: Evidence
attached documents - which are all part of the refusal response herein 1) attachment one is our refusal
response 2) The next seven attachments labeled exhibits 5 through 10 are all samples of what public
perception really is and what types of things are also included in the goggle searches examiner is talking
about - another words The Duchess of Cambridge is not a "Princess", not named one, and does not call
herself one, and there is no evidence that Applicant's mark identifies a particular living person. 3)
Attachments 9 and 10 which are labeled exhibits 14 and 15 are proof of Kate being such a popular name.
4) Attachment 11 is proof of Princess Anne Mark as described in our argument. Labeled exhibit 16 in title.
5) Attachment 12 is proof of Princess Elizabeth Mark as described in our argument. Labeled exhibit 17 in
title.
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